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DETAILED ACTION 

This office action is in response to applicant’s arguments filed October 31 , 2005. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lo et al. (U.S. 6,507,098) in combination with Distefano (U.S. 6,075,289) and Suzuki et 
al (US 5,532,910). 

Lo (Fig. 1) discloses: 

(cl. 2, 8) a first [alternate second for cl. 8] semiconductor die (26) having a first active 
surface (i.e. top portion), said first active surface including at least one conductive bond 
pad (32); a second [alternate first for cl. 8] semiconductor die (40) defining a second 
active surface (i.e. bottom surface), said second active surface including at least one 
conductive bond pad (40a); a single intermediate substrate (12) comprising a network of 
conductive contacts (18) formed thereon, said substrate positioned between said first 
and second die, such that a first surface [alternate second for cl. 8] of said intermediate 
substrate (bottom) faces said first active surface and such that a second [alternate first 
for cl. 8] surface (top portion) of said intermediate substrate faces said second active 
surface (bottom portion), said intermediate substrate includes a passage (defined by 
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item 24) and one of the first and second die active surface aligned with the passage (i.e. 
die, 26), a printed circuit board (100) positioned such that a first surface (i.e. top portion) 
of the board faces the intermediate substrate; a plurality of topographic contacts (48) 
extending from said intermediate substrate to said first surface of said board; 

(cont. cl. 8) wherein said first die is electrically connected to the intermediate substrate 
by a topographic contact (52) extending form said first active surface to said 
intermediate with said second die secured (34) to the second surface of the 
intermediate substrate, such that the conductive pads (32) of the second die is aligned 
with the passage and said second die is electrically connected to the intermediate 
substrate by at least one conductive line (38) extending form the bond pad of the 
second die through said passage and to contact first surface of the intermediate 
substrate. 

Lo does not discloses a cap including a heat sink coupled to at least one die 
major surface with a peripheral portion that engages a mounting zone defined by lateral 
dimensions of the intermediate substrate, or at least one decoupling capacitor 
conductively coupled to at least one of said first and second semiconductor dies or 
wherein a thickness dimension of said decoupling capacitor is accommodated in a 
space defined by a thickness dimension of one of said first semiconductor die, said 
second semiconductor die , or a topographic contact . 

Distefano (Fig. 2) discloses a cap including a heat sink coupled to at least one 
die major surface (i.e. horizontal surface) with a peripheral portion that engages a 
mounting zone defined by lateral dimensions of the intermediate substrate. 
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It would have been obvious to one of ordinary skill in the art to incorporate a cap 
including a heat sink to package of Lo in order to provide thermally enhanced packages 
as taught by Distefano (Title). 

Suzuki utilizes a decoupling capacitor accommodated in a space coupled to a die 
Suzuki (Col. 1 , Lines 48). 

It would have been obvious to one of ordinary skill in the art to incorporate a 
decoupling capacitor into the modified package including Lo in order to remove noise as 
taught by Suzuki (Col. 1 , Lines 48). 

With respect to the placement of the capacitor, such that a thickness dimension 
of said decoupling capacitor accommodated in a space defined by a thickness 
dimension of one of said first semiconductor 1 , it would have been obvious, since the 
rearrangements of parts have been held unpatentable absent a showing of criticality or 
unexpected results. See e.g. In re Japikse, 181 F.2d 1019, 86 USPQ 70 (CCPA 1950) 
(claims held unpatentable because shifting the position of the starting switch would not 
have modified the operation of the device); see also In re Kuhle, 526 F.2d 553, 188 
USPQ 7 (CCPA 1975) (the particular placement of a contact in a conductivity measuring 
device was held to be an obvious matter of design choice). 

Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lo et al. 
(U.S. 6,507,098), Distefano (U.S. 6,075,289) and Suzuki et al (US 5,532,910) as 
applied to claim 2 and further in combination with Corisis et al. (U.S. 2002/0135066). 
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Neither Lo, Distefano nor Suzuki appears to show its board is resident in a 
computer system, comprising a programmable controller, memory unit including board. 

Corisis (Fig. 12) utilizes a board in resident in a computer system (“electronic 
system”; Par. 0024), comprising a programmable controller (132), memory unit including 
board (138). 

It would have been obvious to one of ordinary skill in the art to incorporate the 
board of the prior art in a computer system comprising a programmable controller, 
memory unit including board in order to form an electronic system as taught by Corisis 
(Par. 0024). 



Response to Arguments 

Besides the double patenting rejection, applicant's arguments filed October 31, 
2005 have been fully considered but they are not persuasive. The gravamen of 
applicant’s argument is: 

1 ) that the combination of the prior art with a cap would have no expectation of success, 
because it would render the primary reference unsatisfactory for its intended purpose, 
because the encapsulant is in the way and board would have to be removed; 2) that the 
prior art does not show a capacitor coupled to a die, because it is not bonded to the die; 
3) and there would be no motivation to combine for reducing noise, because applicant’s 
invention does not disclose noise. 
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In response to the first contention, removal or portions of encapsulant will destroy 
the function of device is mere conjecture, and absent extrinsic evidence it unpersuasive. 
Nevertheless, the prior art discloses packaged chips, removing portions of encapsulant 
material would still provide for a protective covering of the device: there is no 
destruction of the intended purpose of the prior art. 1 Furthermore the test for 
obviousness is not whether the features of a secondary reference may be bodily 
incorporated into the structure of the primary reference: nor is it that the claimed 
invention must be expressly suggested in any one or all of the references. Rather, the 
test is what the combined teachings of the references would have suggested to those of 
ordinary skill in the art. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 

In response to applicant’s second argument, because the broad scope of 
applicant claim is not limited to capacitors bonded or physically connected to dies, but 
merely coupling applicant’s arguments is deemed moot. A capacitor that reduces noise 
in a package is electrically coupled to the device through its wiring. 

In response to applicant's third argument that applicant does not disclose noise, 
the fact that applicant has recognized another advantage which would flow naturally 
from following the suggestion of the prior art cannot be the basis for patentability when 
the differences would otherwise be obvious. See Ex parte Obiaya, 227 USPQ 58, 60 
(Bd. Pat. App. & Inter. 1985). 



1 Barrow (U.S. 5,898,219) shows an example of similar embodiment whereby the chip is still packaged. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James M. Mitchell whose telephone number is (571) 
272-1931. The examiner can normally be reached on M-F 8:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Carl Whitehead Jr. can be reached on (571) 272-1702. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



273-8300. 




Application/Control Number: 10/796,246 
Art Unit: 2813 



Page 8 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 






